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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[X] Responsive to communication(s) filed on 16 December 2003 . 
2a)[X] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1^4 is/are pending in the application. 

4a) Of the above claim(s) 1 and 2 is/are withdrawn from consideration 

5) D Ciaim(s) is/are allowed. 

6) |EI Claim(s) 3 and 4 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) [X] Claim(s) 1^4 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
10)Q The drawing(s) filed on is/are: a)D accepted or □)□ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 




Attach ment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 > □ Notice of ,nformal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 030304 



Application/Control Number: 10/083,588 
Art Unit: 1725 



Page 2 



DETAILED ACTION 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gilding 
(4,049,506) in view of Evans (4,950,365). Gilding teaches preparing a wire bonding capillary by 
providing a wire bonding capillary for pressing wire against an electrode pad comprising a 
capillary tip having a pressing face (Figure 3, item 13); and coating part of the face with face of 
the tip is coated with a layer of Nickel or gold (Figure 3, Item 14 and Column 5, Lines 25-34), 
Gilding does not teach the coating to be poly-p-xylylene. Evans teaches using a the use of a 
poly-p-xylene (Column 3, Line 59 to Column 4, Line 30). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to replace the coating of Gilding with the 
parylene coating in order to obtain good corrosion resistance (see Evans column 3, Lines 59-65). 

Response to Arguments 
In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., applying 
paraylene to prevent cracking across the entire surface of the tip of a wire bonding capillary) are 
not recited in the rejected claim(s). Although the claims are interpreted in light of the 
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specification, limitations from the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

In response to applicant's argument that the parylene coating inhibits the buildup of 
contaminant deposits on the surface of the tip and bore of a wire bonding capillary, the fact that 
applicant has recognized another advantage which would flow naturally from following the 
suggestion of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

When an applicant submits evidence traversing a rejection, the examiner must reconsider 
the patentability of the claimed invention. The ultimate determination of patentability must be 
based on consideration of the entire record, by a preponderance of evidence, with due 
consideration to the persuasiveness of any arguments and any secondary evidence. In re Oetiker , 
977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). The submission of objective evidence of 
patentability does not mandate a conclusion of patentability in and of itself. In re Chupp , 816 
F.2d 643, 2 USPQ2d 1437 (Fed. Cir. 1987). Facts established by rebuttal evidence must be 
evaluated along with the facts on which the conclusion of a prima facie case was reached, not 
against the conclusion itself In re Eli Lilly , 902 F.2d 943, 14 USPQ2d 1741 (Fed. Cir. 1990). In 
other words, each piece of rebuttal evidence should not be evaluated for its ability to knockdown 
the prima facie case. All of the competent rebuttal evidence taken as a whole should be weighed 
against the evidence supporting the prima facie case. In re Piasecki , 745 F.2d 1468, 1472, 223 
USPQ 785, 788 (Fed. Cir. 1984). In the instant case, although applicant has submitted 
photomicrographs showing the cracks are not confined to just the surface of the tip, the examiner 
does not believe this overcomes the strong motivation to combine Gilding in view of Evans. As 
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stated in the previous office action, although Evans is silent with respect to the temperatures 
exposed to the parylene coating, Evans does explain that "the outer parylene layer is almost 
immediately worn off the surface of the substrate." (Evans; column 4, Lines 15-17). Evans, 
however, finds that a residual paraylene coating can still be found in surface defects, which 
unexpectedly prevents air and moisture from reaching the surface of the blade or drill bit 
(column 4, lines 20-30). Therefore, as stated in the previous office action, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to replace the coating of 
Gilding with the parylene coating in order to obtain good corrosion resistance (see Evans 
column 3, Lines 59-65). The rejection is maintained despite applicant's traversal. 

Conclusion 

This is a RCE of applicant's earlier Application No. 10/083,588. All claims are drawn to 
the same invention claimed in the earlier application and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the earlier 
application. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action in 
this case. See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no, however, 
event will the statutory period for reply expire later than SIX MONTHS from the mailing date of 
this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Johnson whose telephone number is 703-308-0667. 
The examiner can normally be reached on M-Th 7AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on 703-308-33 18. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 
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